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DETAILED ACTION 

This office action is responsive to amendment filed on 4/7/2009. 

Response to Amendment 

The examiner has acknowledged the amended claims 1, 23, 45, and cancelled 
claims 5-6, 27-28. The 112 second paragraph rejection to claims 1, 6, 23, 28, and 45 
has been overcome and withdrawn accordingly. Claims 1, 7-14, 23, 29-36, and 45-46 
are pending. 

Response to Arguments 

Applicant's arguments filed 4/7/2009 have been fully considered but they are not 
persuasive. 

In the remarks, the applicant argues in substance that: A) Kasai fails to teach that 
the "new format compatible with the processing server" is HTML. In the event that the 
cited references fail to disclose or suggest all of the elements recited in the claims, then 
combining elements from the references would not yield the claimed subject matter, 
regardless of the extent of any teaching, suggestion or motivation. This is strong 
evidence of non-obviousness. B) It would not be obvious to a person of ordinary skill in 
the art to modify the teachings of Kasai to arrive at the Applicants' claimed 
embodiments. The Examiner suggests on page 5 of the office action that it would be 
obvious to modify Kasai to use HTML in the translation of e-mails. It is worth noting that 
the Examiner based many of the obviousness references upon a single reference, 
namely Kasai. C) Applicants' proxy does not just extract text information for processing 
in the processing server. The proxy converts the format of a message, sent according to 
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one communication protocol by the mobile device, into a new format (i.e. HTML) to be 
compatible with a different network device, i.e. the processing server, which operates 
using a different communication protocol. This format conversion is not present in 
Kasai. 

In response to A) the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
the Examiner based many of the obviousness references upon the knowledge generally 
available to one of ordinary skill in the art. Kasai teaches his invention in five 
embodiments, ranging from the homepage translation system to the mail translation 
system. Although the Examiner based many of the obviousness references upon a 
single reference, namely Kasai, the Examiner also based many of the obviousness 
references upon multiple embodiments (mainly the first and the fourth embodiments) of 
the reference, not just a single embodiment. In this case, it is known to a person skilled 
in the art that emails can be sent in several formats including HTML. And because of 
the high versatility of HTML, a person skilled in the art would certainly consider this 
language to solve the problem of translation of emails using different formats in Kasai's 
fourth embodiment. Thus, it would have been obvious to a person with ordinary skill in 
the art at the time the invention was made to convert from a text format into HTML 
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before sending the message to the processing server as a choice of options, thereby 
solving the problem of translation of emails using different formats. 

In response to B) please see the response to A), since A) and B) are similar. 

In response to C) it is known to a person skilled in the art that emails can be sent 
in several formats including HTML. And because of the high versatility of HTML, a 
person skilled in the art would certainly consider this language to solve the problem of 
translation of emails using different formats in Kasai's fourth embodiment. The use of 
HTML is therefore considered as an obvious choice of options to a person skilled in the 
art. Kasai's fifth embodiment further discloses that the data accept module 42 of the 
server performs format conversion for messages received from the client device before 
sending to the translation processing module 43 for translation (see Kasai FIG. 18 and 
col. 22 line 22 through col. 23 line 67). In view of such, Kasai does teach "performing 
an intermediate act of converting text received from a mobile device into HTML for use 
as input to a translation server". 

In view of the foregoing, it is evident that the invention according to claims 1, 23, 
and 45 is obvious under 35 U.S.C. 103(a) as being unpatentable over Kasai. 

Thus, in view of such, the rejection is sustained as follows: 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
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a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

2. Claims 1, 7-14, 23, 29-36, and 45-46 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kasai et al. (US 7,216,072 B2, hereinafter Kasai). 

Regarding claim 1 , Kasai discloses a method of converting an initial message 
residing in a mobile computer device capable of wireless access [FIG. 1 7 and 
col. 1 1 , lines 22-25, handheld terminal or cellular phone] to a computer network 
into a processed message, the method comprising: 

presenting a menu option to a user of the device for converting the initial 
message into the processed message, wherein program instructions for 
presenting the menu option originate in the mobile computer device [FIG. 3, 
col. 5, lines 63-66; FIG. 17 and col. 21, lines 22-26]; 

after the user selects the menu option to convert, wirelessly sending text 
in the initial message to at least one server on the computer network for 
converting the text in the initial message into the processed message [col. 21, 
lines 33-49, "Further, the translated mail server 32 sends the text information 
to the translation server 33 and requests the server 33 to translate it"]; 

wherein the computer network comprises the Internet [FIG. 17, Translation 
System on Internet] and the at least one server comprises a proxy and a 
processing server requiring input in hypertext markup language [col. 9, lines 
21-32, HTML data input; FIG. 17, col. 21 , lines 42-49. Note that the 
translated mail server (32) and the translation server (33) forming part of the 
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server system (1) in Kasai's reference are equivalent to the proxy (22) and 
the processing server (24) in the claim]; 

wherein the text in the initial message is sent first to the proxy for 
conversion from a text format into a new format compatible with the 
processing server before sending the initial message in the new format to the 
processing server, and then to the processing server [FIG. 17, col. 21, lines 
42-49; Note that the proxy server (32) actually does some sort of format 
conversion for the translation server (33) when extracting text from an email]; 
and 

the proxy converting the processed message into a device- formatted 
representation of the processed message, and the mobile computer device 
receiving the device-formatted representation of the processed message from 
the proxy [col. 6, lines 6-9, the WWW server uses HTML implying the proxy 
converts the message into a device-formatted message before sending it to 
the mobile device; col. 21 , lines 54-56]. 

Kasai discloses all limitations of claim 1 , except the new format being 
hypertext markup language. However, it is known to a person skilled in the art 
that emails can be sent in several formats including HTML. And because of the 
high versatility of HTML, a person skilled in the art would certainly consider this 
language to solve the problem of translation of emails using different formats in 
Kasai's fourth embodiment. Thus, it would have been obvious to a person with 
ordinary skill in the art at the time the invention was made to convert from a text 
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format into HTML before sending the message to the processing server as a 
choice of options, thereby solving the problem of translation of emails using 
different formats. 

Regarding claim 7, Kasai discloses the method of claim 1 , wherein the menu 
option is a translation option, an encryption option, a spell check option or a 
thesaurus option [Kasai, FIG. 3 and col. 7, lines 1 7-21 , translation option]. 

Regarding claim 8, Kasai discloses the method of claim 1 , wherein the text in 
the initial message comprises text displayed on the mobile computer device in a 
first language [Kasai, FIG. 3]. 

Regarding claim 9, Kasai discloses the method of claim 8, wherein the text 
forms part of an email [Kasai, FIG. 9 and col. 14, lines 19-34]. 

Regarding claim 10, Kasai discloses the method of claim 8, wherein the text 
is in a Web page [Kasai, FIG. 1 , browser on the device and the WWW server 
uses HTML]. 

Regarding claim 1 1 , Kasai discloses the method of claim 8, wherein the menu 
option is a translation option, such that when the translation option is selected, a 
pop-up is displayed prompting a user of the mobile computer device to choose at 
least one translation characteristic option [Kasai, FIG. 3 and col. 6-7, lines 59- 
26]. 
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Regarding claim 12, Kasai discloses the method of claim 1 1 , wherein the pop- 
up prompts the user to identify the first language [Kasai, FIG. 3 and col. 6-7, lines 
59-26]. 

Regarding claim 1 3, Kasai discloses the method of claim 1 1 , wherein the pop- 
up prompts the user to choose a second language into which the text is to be 
translated [Kasai, FIG. 3 and col. 7, lines 22-26]. 

Regarding claim 14, Kasai discloses the method of claim 1 , but silent about 
further comprising, before the step of presenting, automatically checking to 
determine whether the initial message corresponds to text in a language that is 
not native to a user of the mobile computer device. Official Notice is taken for 
checking the initial message to see if the text is in a language that is not native to 
the user, as this is essential for determining if a translation is needed. It would 
have been obvious to a person with ordinary skill in the art at the time the 
invention was made to do so for the purpose of avoiding unnecessary operation 
by determining if a translation is needed before presenting the menu to the user, 
thereby providing a more efficient translation system. 

Claims 23, 29-36 are of the same scope as claims 1, 7-14. They are rejected 
for the same reason as for claims 1,7-14 respectively. 

Claim 45 is of the same scope as claim 1 . It is rejected for the same reason 
as for claim 1 . 

Regarding claim 46, Kasai discloses the computer-readable medium of claim 
45, wherein the initial message is in a first language, and the processed 
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message is in a translated language [Kasai, col. 6, lines 2-5, request/response 
messages]. 

Conclusion 

3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. Applicant is reminded that in 
amending in response to a rejection of claims, the patentable novelty must be 
clearly shown in view of the state of the art disclosed by the references cited and 
the objection made. Applicant must show how the amendments avoid such 
references and objections. See 37 CFR 1.111 (c). 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Applicant is reminded that in amending in response to a 
rejection of claims, the patentable novelty must be clearly shown in view of the 
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state of the art disclosed by the references cited and the objection made. 
Applicant must show how the amendments avoid such references and 
objections. See 37 CFR 1.111(c). 

5. Hokao, US 6,907,256 B2, has taught a mobile terminal with an automatic 
translation function. 

6. Hayashi Hiroto, JP 2001 251429 A, has taught a mobile voice translation system. 

7. Fish, WO 02/23389 A1 , has taught systems and methods for translating 
information. 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and 
are applied to specific limitations within the individual claim, other passages and 
figures may apply as well. It is respectfully requested from the applicant in 
preparing responses, to fully consider the references in entirety as potentially 
teaching all or part of the claimed invention, as well as the context of the passage 
as taught by the prior art or disclosed by the Examiner. 
In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the 
structure relied on for proper interpretation and also to verify and ascertain the 
metes and bounds of the claimed invention. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Lai whose telephone number is (571) 
270-3236. The examiner can normally be reached on M-F 8:30 - 5:00 EST. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571 ) 272-4001 . The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Michael C. Lai 
29JUL2009 

/YVES DALENCOURT/ 
Primary Examiner, Art Unit 2457 



